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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Specification 

The disclosure is objected to because of the following informalities: 
on page 6, in line 12, "o" should be "to"; 
on page 9, in line 12, "." after "105" should be deleted. 
Appropriate correction is required. 

Claim Objections 

Claim 5 is objected to under 37 CFR 1.75(c) as being in improper form because 
of a multiple dependent claim 4. See MPEP § 608.01 (n). Accordingly, claim 5 has not 
been further treated on the merits. 

Claim Rejections ■ 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-12, 17-28 and 30-32 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 1 it is unclear if the "energy-conductive hydrophilic polymer" is conducting 
thermal or electrical energy. If electrical energy, then it is only conductive when partially 
hydrated, therefore, its tensile strength would be different than when not hydrated. 
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Further to claim 32, in the last line "the hydrophilic polymer" lacks proper 
antecedent basis. 

Clarification and correction is required before these claims, except claim 32, can 
be examined. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 29 is rejected under 35 U.S.C. 102(b) as being anticipated by Lesh et al. 
(6,416,51 1). Lesh et al. disclose an electrode assembly, comprising: 
an elongate member (Figure 3, # 130); 

an inflatable member (170) secured to the elongate member, the inflatable 
member having a proximal end, a distal end, a lumen extending therebetween, and a 
conductive region (160); and 

an electrode (not shown) carried by the elongate member, the electrode located 
within the lumen of the inflatable member and proximal to the conductive region of the 
inflatable member(col. 14, line 40-col. 15, line 34, col. 19, lines 3-31and col. 22, lines 
25-48). 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 13 and 14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Lombardo (6,488,653). Lombardo discloses a balloon catheter comprising: 

a generally elongate member having a proximal end, a distal end, a first diameter 
at or near the proximal end, a second diameter at or near the distal end and a third 
diameter located between the first and second diameters, wherein: 

the first and second diameters may be the same or different; 

the third diameter is less than both the first and second diameters; 

the first diameter is coupled to the third diameter by a distal-facing sloping 

surface; and, 

the second diameter is coupled to the third diameter by a proximal-facing sloping 
surface and wherein the second diameter is less than the first diameter (Figure 4 
and col. 4, lines 23-51). 

Allowable Subject Matter 

Claims 15 and 16 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Claim 32 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Snell (6,732,735) discloses a method of forming a coating on a 
substrate to achieve a material suitable for a balloon catheter; Snow et al. (6,017,997) 
discloses a waterbourne polyurethane useful for medical devices such as balloon 
catheters; and Forman (5,415,636) discloses a dilation-drug delivery catheter with 
elongate members with different diameters. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roy D. Gibson whose telephone number is 571-272- 
4767. The examiner can normally be reached on Tu-Th, 7:30 am-4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on 571-272-4764. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 3739 
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